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DETAILED ACTION 



Claim Rejections - 35 USC §112 



1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 6, 10-16 and 20 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 6 and 20 refer to a figure 4 and it is 
not necessary (See article 2173.05(s) MPEP). In claims 6 and 20 it is not certain what 
the limits of the claim are. Claims 10-16 are rejected for depending on a rejected base 
claim. 



Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 6 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakajima in view of Llwellyn or Wohldorf. 
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Nakajima (Figs. 1-2) disclose a club having a spherical ball having a hosel bore 
therein, a shaft in a hosel bore, a grip at the end of a shaft, and club able to perform the 
function of fitting a desired length for an iron to an individual player in the form of one 
skilled in the art able to observe how this club with its length fits to a player and giving 
appropriate recommendations to a player. 

Nakajima lacks a fitting system kit with data to fit a length of a club to a player. 
Llwellyn discloses data to fit a club length to a player (Fig. 4) in order to custom fit a club 
to a golfer (Abstract). Wohldorf discloses data to fit a club length to a player ([0050], 
Chart 4). In view of the publications of Llewellyn or Wohldorf it would have been 
obvious to modify the club of Nakajima to have a fitting system kit with data to fit a 
length of a club to a player in order to custom fit a club to a golfer. 

In an apparatus claim weight is give to what an apparatus is and not how it is 
used or made. This clubs are able to perform the claimed function. 

5. Claims 6 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Novosel in view of Llwellyn or Wohldorf. 

Novosel (Figs. 1,4) disclose a club having a spherical ball having a hosel bore 
therein, a shaft in a hosel bore, a grip at the end of a shaft, and club able 
to perform the function of fitting a desired length for an iron to an individual player in the 
form of one skilled in the art able to observe how this club with its length fits to a player 
and giving appropriate recommendations to a player. 
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Novosel lacks a fitting system kit with data to fit a length of a club to a player. 
Llwellyn discloses data to fit a club length to a player (Fig. 4) in order to custom fit a club 
to a golfer (Abstract). Wohldorf discloses data to fit a club length to a player ([0050], 
Chart 4). In view of the publications of Llewellyn or Wohldorf it would have been 
obvious to modify the club of Novosel to have a fitting system kit with data to fit a length 
of a club to a player in order to custom fit a club to a golfer. 

In an apparatus claim weight is give to what an apparatus is and not how it is 
used or made. This clubs are able to perform the claimed function. 

6. Claims 6 and 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Flood in view of Llwellyn or Wohldorf. 

Flood discloses a club having a spherical ball with a hosel bore therein, a shaft in 
a hosel bore, a grip at the end of a shaft (Fig. 4), a club having a length of about 37 % 
and 37 !4 inches in the form of shaft portion (36) being about 34 inches and the terminal 
portion (40) being about 2 to about 5 inches (Fig. 4, Col. 2, Lns. 58-67), a kit in the form 
of the parts being separated (Fig. 5) and a club able to perform the function of fitting a 
desired length for an iron to an individual player in the form of one skilled in the art able 
to observe how this club with its length fits to a player and giving appropriate 
recommendations to a player. 

Flood lacks a fitting system kit with data to fit a length of a club to a player. 
Llwellyn discloses data to fit a club length to a player (Fig. 4) in order to custom fit a club 
to a golfer (Abstract). Wohldorf discloses data to fit a club length to a player ([0050], 
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Chart 4). In view of the publications of Llewellyn or Wohldorf it would have been 
obvious to modify the club of Flood to have a fitting system kit with data to fit a length of 
a club to a player in order to custom fit a club to a golfer. 

In an apparatus claim weight is give to what an apparatus is and not how it is 
used or made. This club is able to perform the claimed function. 

7. Claims 6 and 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yim in view of Llwellyn or Wohldorf. 

Yim disclose a club having a spherical ball with a hosel bore therein (Fig. 1), a 
shaft in a hosel bore, a grip at the end of a shaft (Fig. 3), an exterior surface of a 
spherical ball comprising a flat surface parallel to an axis of a hosel bore (Abstract, Fig. 
1 ), a kit in the form of the parts being separated (Figs. 1 and 3) and a club able to 
perform the function of fitting a desired length for an iron to an individual player in the 
form of one skilled in the art able to observe how this club with its length fits to a player 
and giving appropriate recommendations to a player. 

Yim lacks a fitting system kit with data to fit a length of a club to a player. 
Llwellyn discloses data to fit a club length to a player (Fig. 4) in order to custom fit a club 
to a golfer (Abstract). Wohldorf discloses data to fit a club length to a player ([0050], 
Chart 4). In view of the publications of Llewellyn or Wohldorf it would have been 
obvious to modify the club of Yim to have a fitting system kit with data to fit a length of a 
club to a player in order to custom fit a club to a golfer. 
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In an apparatus claim weight is give to what an apparatus is and not how it is 
used or made. This club is able to perform the claimed function. 

8. Claims 6, 14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Witherspoon in view of Llwellyn or Wohldorf. 

Witherspoon discloses a club having a spherical ball having a hosel bore therein 
with the hosel portion extending (17) radially from a ball and the hosel bore being in the 
extending hosel portion (Fig. 2), a shaft in a hosel bore (Fig. 2), a grip at the end of a 
shaft (Fig. 1 ), and a club able to perform the function of fitting a desired length for an 
iron to an individual player in the form of one skilled in the art able to observe how this 
club with its length fits to a player and giving appropriate recommendations to a player. 

Witherspoon lacks a fitting system kit with data to fit a length of a club to a player. 
Llwellyn discloses data to fit a club length to a player (Fig. 4) in order to custom fit a club 
to a golfer (Abstract). Wohldorf discloses data to fit a club length to a player ([0050], 
Chart 4). In view of the publications of Llewellyn or Wohldorf it would have been 
obvious to modify the club of Witherspoon to have a fitting system kit with data to fit a 
length of a club to a player in order to custom fit a club to a golfer. 

In an apparatus claim weight is give to what an apparatus is and not how it is 
used or made. This club is able to perform the claimed function. 
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9. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yim in view of Llwellyn or Wohldorf as applied to claims 6 and 12-13 above, and further 
in view of Witherspoon. 

Yim lacks a hosel portion extending substantially radially from a spherical ball. 
Witherspoon discloses a club having a spherical ball having a hosel bore therein with 
the hosel portion extending (17) radially from a ball and the hosel bore being in the 
extending hosel portion (Fig. 2). In view of the patent of Witherspoon it would have 
been obvious to modify the club of Yim to have a hosel portion extending substantially 
radially from a spherical ball in order to provide more support to the tip end of the shaft 
where it is connected to the head. 

10. Claims 17, 20 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Novosel in view of Llwellyn. 

Novosel (Figs. 1 , 4) disclose a club having a spherical ball having a hosel bore 
therein, a shaft in a hosel bore, a grip at the end of a shaft, and club able 
to perform the function of fitting a desired length for a club to an individual player in the 

o 

form of one skilled in the art able to observe how this club with its length fits to a player 
and giving appropriate recommendations to a player. 

Novosel lacks a fitting system kit with data having LCC, WFM, and PH value 
ranges as defined by the claims to fit a length of a club to a player. Llwellyn discloses a 
fitting system kit with data having LCC, WFM, and PH value ranges as defined by the 
claims fit a club length to a player (Fig. 4) in order to custom fit a club to a golfer 
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(Abstract). In view of the publication of Llewellyn it would have been obvious to modify 
the club of Novosel to have a fitting system kit with data having LCC, WFM, and PH 
value ranges as defined by the claims in order to custom fit a club to a golfer. 

1 1 . Claims 1 7-20 and 25 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Flood in view of Llwellyn. 

Flood discloses a club having a spherical ball with a hosel bore therein, a shaft in 
a hosel bore, a grip at the end of a shaft (Fig. 4), a club having a length of about 37 V* 
and 37 1 / 2 inches in the form of shaft portion (36) being about 34 inches and the terminal 
portion (40) being about 2 to about 5 inches (Fig. 4, Col. 2, Lns. 58-67), a kit in the form 
of the parts being separated (Fig. 5) and a club able to perform the function of fitting a 
desired length for a club to an individual player in the form of one skilled in the art able 
to observe how this club with its length fits to a player and giving appropriate 
recommendations to a player. 

Flood lacks a fitting system kit with data having LCC, WFM, and PH value ranges 
as defined by the claims to fit a length of a club to a player. Llwellyn discloses a fitting 
system kit with data having LCC, WFM, and PH value ranges as defined by the claims 
fit a club length to a player (Fig. 4) in order to custom fit a club to a golfer (Abstract). In 
view of the publication of Llewellyn it would have been obvious to modify the club of 
Flood to have a fitting system kit with data having LCC, WFM, and PH value ranges as 
defined by the claims in order to custom fit a club to a golfer. 
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12. Claims 17, 20, 21 , and 25-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yim in view of Llwellyn. 

Yim disclose a club having a spherical ball with a hosel bore therein (Fig. 1 ), a 
shaft in a hosel bore, a grip at the end of a shaft (Fig. 3), an exterior surface of a 
spherical ball comprising a flat surface parallel to an axis of a hosel bore (Abstract, Fig. 
1), a kit in the form of the parts being separated (Figs. 1 and 3) and a club able to 
perform the function of fitting a desired length for a club to an individual player in the 
form of one skilled in the art able to observe how this club with its length fits to a player 
and giving appropriate recommendations to a player. 

Yim lacks a fitting system kit with data having LCC, WFM, and PH value ranges 
as defined by the claims to fit a length of a club to a player. Llwellyn discloses a fitting 
system kit with data having LCC, WFM, and PH value ranges as defined by the claims 
fit a club length to a player (Fig. 4) in order to custom fit a club to a golfer (Abstract). In 
view of the publication of Llewellyn it would have been obvious to modify the club of Yim 
to have a fitting system kit with data having LCC, WFM, and PH value ranges as 
defined by the claims in order to custom fit a club to a golfer. 

13. Claims 1 7, 20, 22-23, and 25 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Witherspoon in view of Llwellyn. 

Witherspoon discloses a club having a spherical ball having a hosel bore therein 
with the hosel portion extending (17) radially from a ball and the hosel bore being in the 
extending hosel portion (Fig. 2), a shaft in a hosel bore (Fig. 2), a grip at the end of a 
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shaft (Fig. 1), and a club able to perform the function of fitting a desired length for a club 
to an individual player in the form of one skilled in the art able to observe how this club 
with its length fits to a player and giving appropriate recommendations to a player. 

Witherspoon lacks a fitting system kit with data having LCC, WFM, and PH value 
ranges as defined by the claims to fit a length of a club to a player. Llwellyn discloses a 
fitting system kit with data having LCC, WFM, and PH value ranges as defined by the 
claims fit a club length to a player (Fig. 4) in order to custom fit a club to a golfer 
(Abstract). In view of the publication of Llewellyn it would have been obvious to modify 
the club of Witherspoon to have a fitting system kit with data having LCC, WFM, and PH 
value ranges as defined by the claims in order to custom fit a club to a golfer. 

14. Claims 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yim in view of Llwellyn as applied to claims 17, 20, 21 , and 25-26 above, and further in 
view of Witherspoon. 

See paragraphs above for elements of structure previously rejected by Yim in 
view of Witherspoon. 

Response to Arguments 

15. Applicant's arguments with respect to claim 6 have been considered but are moot 
in view of the new ground(s) of rejection. Very little weight is giving to the specific data 
of figure 4 due to the data not being in the claim and due to the claims being an 
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apparatus claim for a kit. The data in figure 4 if entered in a method claim would be 
given weight. However data of figure 4 in a claim for a kit is merely printed matter and 
the prior art in the rejection show that it is known to use data in form of charts, tables 
and graphs in fitting a club to a player. The argument that Yim does not have a figure 5 
is agreed with. As such the reference has been changed to figures 1 and 3 to show the 
structure being discussed. This action is not made final due to the new grounds of 
rejection. 



Conclusion 



16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen L. Blau whose telephone number is (571) 272- 
4406. The examiner can normally be reached on Mon - Fri 10:00 AM - 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eugene Kim can be reached on (571) 272-4463. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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